United States Patent and Trademark Ofhce 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark OtBce 

Address: COMMISSIONER FOR PATENTS 



APPLICATION NO. 



FILING DATE 



HRST NAMED INVENTOR 



ATTORNEY DOCKET NO. CONFIRMATION NO. 



10/682,571 



10/09/2003 



23125 7590 08/21/2008 

freescale semiconductor, inc. 
law department 

7700 west parmer lane md:tx32/pl02 
austin, tx 78729 



PATEL.NIMESHG 



PAPER NUMBER 



NOTIFICATION DATE | DELIVERY MODE 
08/21/2008 ELECTRONIC 



Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the 

following e-mail address(es): 

USAD0CKETING@FREESCALE.COM 



PTOL-90A (Rev. 04/07) 



KJttiVrXi nvrliyjts OUff Iff fcff Jr 


Application No. 

10/682,571 


Applicant(s) 

BEDWELL ET AL. 


Examiner 
NIMESH G. PATEL 


Art Unit 
2111 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address — 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 
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eamed patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )^ Responsive to communication(s) filed on 01 May 2008 . 
2a )^ This action is FINAL. 2b)n This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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4) ^ Claim(s) 25-36 and 57-77 is/are pending in the application. 

4a) Of the above claim(s) 25-36 and 57-76 is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) ^ Claim(s) 77 is/are rejected. 

/)□ Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10) ^ The drawing(s) filed on 09 October 2003 is/are: a)^ accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 
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application from the International Bureau (PCT Rule 17.2(a)). 
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DETAILED ACTION 
Election/Restrictions 

1 . Claims 25-36 and 57-76 are directed to an invention tliat is independent or distinct from 
tlie invention originally claimed for the following reasons: Invention I, claim 77 (system requiring 
additional steering logic to shared resource(Figure 1, 24, 30)) and Invention II, claims 25-36 and 
57-76 (system not requiring additional steering logic to shared resource(Figure 1, 100)) are 
related as subcombinations disclosed as usable together in a single combination. The 
subcombinations are distinct if they do not overlap in scope and are not obvious variants, and if 
it is shown that at least one subcombination is separately usable. In the instant case. Invention 
II has separate utility such as a system not requiring additional steering logic for shared 
resources. See MPEP § 806.05(d). 

2. The specification describes multiple embodiments; an embodiment with additional 
steering logic and an embodiment without additional steering logic. The Specification states "in 
some embodiments, all or a portion of the steering functionality of the additional steering logic 
may be included as part of the shared resource" and thus signals 101 and 102 do not need to 
pass through additional steering logic"(Page 9, Lines 1-3 and 5-6). It further states that 
"alternate embodiments of the present invention may provide signals 101 and 102 to additional 
steering logic 36 in order to have signals 101 and 102 steered to the correct bus master 12, 
14"(Page 9, Lines 11-14). 

3. Since applicant has received an action on the merits for the originally presented 
invention(lnvention I; Embodiment with additional steering logic), this invention has been 
constructively elected by original presentation for prosecution on the merits. Accordingly, claims 
25-36 and 57-76 are withdrawn from consideration as being directed to a non-elected invention. 
See 37 CFR 1 .142(b) and MPEP § 821 .03. 
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Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 

rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claim 77 is rejected under 35 U.S.C. 103(a) as being unpatentable over Watkins et al.(US 
20030182492) and Woods et al.(US 5,428,799). 

6. Regarding claim 77, Watl<ins discloses a method for communicating an additional signal 
in a data processing system having a system bus, comprising: establishing a communication 
path between a resource(Figure 7, 30) coupled to the system bus(Figure 7, 22) and at least one 
of a plurality of bus masters(Figure 7, 14, 16) coupled to the system bus based on ownership of 
the resource; and transferring the additional signal, separate from the system bus, between the 
resource and the at least one of the plurality of bus masters via the communication path(e.g. 
Paragraphs 88-90), wherein establishing the communication path comprises: determining an 
owning bus master from the plurality of bus masters which owns the resource; establishing the 
communication path between the resource and the owning bus master(e.g. Paragraph 72). 

Watkins does not specifically disclose when the resource is unowned by any of the 
plurality of bus masters, establishing the communication path between the resource and at least 
one of the bus masters based on a map definition defined by a first master of the plurality of bus 
masters. However, Watkins discloses the device ownership information, i.e. map definition could 
be stored anywhere and Woods discloses a default processor receiving interrupts, i.e. 
signals(Column 7, Lines 1-5). It would have been obvious to one of ordinary skill in the art to 
combine the teachings of Watkins and Woods to establish a default communication path between a 
master and a resource based on a map definition defined by a first master when the resource is 
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unowned by any master so that signals such as interrupts can still be routed to a master. Otherwise, 
the resources signals, such as interrupts, will not be processed. 

Response to Arguments 

7. Applicant's arguments with respect to claim 77 have been considered but are moot in 
view of the new ground(s) of rejection. 

In response to Applicant's traversal of the restriction on the grounds that both 
subcombinations have already been searched, Examiner respectfully disagrees. This is not 
found persuasive because the originally filed claims were only directed to Invention l(system 
requiring additional steering logic to resource) and therefore only Invention I was searched. 

Conclusion 

8. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). Applicant 
is reminded of the extension of time policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 



Application/Control Number: 10/682,571 Page 5 

Art Unit: 2111 

Any inquiry concerning ttiis communication or earlier communications from the examiner 
should be directed to Nimesh G. Patel whose telephone number is 571-272-3640. The examiner 
can normally be reached on M-F, 8:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Rinehart H. Mark can be reached on 571-272-3632. The fax phone number for the organization 
where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications may 
be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR system, 
contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would like 
assistance from a USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Glenn A. Auve/ 

Primary Examiner, Art Unit 21 1 1 



/Nimesh G Patel/ 
Examiner, Art Unit 21 1 1 



